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DETAILED ACTION 
Claim Objections 

Claim 18 is objected to because of the following informalities: "filed" should be 
"field" in line 8. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 4, 6, 17-19, 25, and 26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gottling. 

The Gottling reference discloses a proportional directional control valve 
comprising a source of fluid (see col. 6, last line-col. 7, first line), a first/input channel 2, 
a second/output channel 10, a housing having a first portion (portion which contains 
electronic controller/control system 43-45) and a second portion (element 1 and the 
housing of solenoid assembly 41 ), a drive pin 42, a valve assembly having a valve 
element 4 and a magnetic assembly 9, a magnetic positioning Hall-effect 
sensor/assembly 29, and a main connector 47, and whose control system operates as 
claimed (see col. 9, lines 1-19). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 28, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gottling in view of Harms. 

The Gottling reference discloses a valve as discussed supra, but does not 
disclose a separable electrical coupling between the two portions of the housing. 
However, the Harms reference discloses a similar valve including a separable electrical 
coupling 1 88 between the two portions of the valve for ease of assembly and 
disassembly of the valve. It would have been obvious to employ a separable electrical 
coupling between the two portions of the Gottling valve in view if Harms for ease of 
assembly and disassembly of the valve. 

Claim 15 rejected under 35 U.S.C. 103(a) as being unpatentable over Gottling in 
view of LaMarca. 

The Gottling reference discloses a valve as discussed supra, but does not 
disclose that the electronic controller is mounted to an electronic board and surrounded 
by potting material. However, the LaMarca reference discloses a similar valve wherein 
the electronic controller is mounted to an electronic board and surrounded by potting 
material to protect the electronic controller (see col. 3, 3 rd para.) It would have been 
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obvious to mount the electronic controller of the Gottling device to an electronic board 
and surrounded it with potting material to protect the electronic controller. 

Claim 16 rejected under 35 U.S.C. 103(a) as being unpatentable over Gottling. 

The Gottling reference discloses a valve as discussed supra, but remains silent 
as to the material of the housing. However, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the housing from 
extruded aluminum, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In Re Leshin, 125 USPQ 416. 

Allowable Subject Matter 

Claims 7, 8, and 27 are allowed. 

Claims 9-14, 20-24, and 30-34 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 



Application/Control Number: 10/735,185 Page 5 

Art Unit: 3751 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter T. deVore whose telephone number is (571) 272- 
4884. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571 ) 272-4835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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